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DECI SI ON ON APPEAL

This is a decision on appeal fromthe examner's fina

rejection of claims 4 and 7. Cains 13 through 15, the only

other clainms remaining in the application, stand all owed.

ppplication for patent filed Decenber 2, 1994.
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Claims 1 through 3, 5, 6, 8 through 12 and 16 through 18 have

been cancel ed.

Appel lants' invention is directed to a centrifugal clutch
for use in a power door |ock actuator. A copy of independent
clains 4 and 7 on appeal nmay be found in the Appendix to

appel l ants' bri ef.

The sole prior art reference of record relied upon by the
exam ner as evi dence of obviousness of the clained subject
matter is:

Kagi yana et al. (Kagi yam) 4,520, 914 Jun. 04,

1985

Clains 4 and 7 stand rejected under 35 U . S.C. § 103 as

bei ng unpat ent abl e over Kagi yana.

Reference is made to the final rejection (Paper No. 8,
mai led April 22, 1996) and to the exam ner's answer (Paper No.
15, mailed COctober 16, 1996) for the exam ner's full reasoning
i n support of the above-noted rejection. A conplete exposition

of appellants' argunents thereagainst are found in the appea
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brief filed August 26, 1996 (Paper No. 13).
OPI NI ON
After careful consideration of appellants' specification
and clains, the teachings of the applied Kagi yama reference
and the argunents and comments advanced by appellants and the
exam ner,

it is our determ nation that the exam ner's concl usi on of

obvi ousness regardi ng the clainmed subject matter is
unsupported by the applied prior art and will therefore not be

sust ai ned.

The Kagi yama patent discloses a centrifugal clutch
arrangenent for use in a power door |ock actuator. Using the
| anguage of appellants' claim4 on appeal, we note that the
clutch of Kagiyama (Figs. 2-6) includes a rotatable driven
menber (4), a rotatable driver (5), a recess (53) in the
driver, and a permanent magnet slider elenent (6) slidably
retained in the recess and operable for selectively

establishing a positive driving connection between said driver
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and said driven nenber. A rotary drive shaft (21) of the notor
(2) is inserted into the driver (5) and attached thereto. The
drive shaft (21) is nade of a magnetic material. As noted in
colum 2, lines 20-30,
"[w] hen the clutch body is not driven the

per manent magnet is noved toward the rotary drive

shaft due to the magnetic attraction therebetween

and is accommodated within the retaining hole. Wen

the clutch body is being driven at a certain speed,

t he permanent magnet is released fromthe rotary

drive shaft by the centrifugal force of the clutch

body, projects toward the inner wall of the clutch

drum and i s engaged with an engagi ng protuberance

provided in the clutch drumw th the result that the

rotation of the clutch body is transmtted to the

clutch drum™

As the exam ner has recogni zed (final rejection, page 4),
Kagi yana does not discl ose a magneti c decoupling neans of the
type required in appellants' clains 4 and 7 on appeal for
sel ectively nmagnetically breaking the positive driving
connection
between the driver (5) and the driven nenber (4). Mire
specifically, the clutch of Kagi yama does not include a
per manent magnet "secured within said driver for magnetically
attracting said slider in a direction away fromsaid driven

menber, and wherein said slider is | ocated between said
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per manent magnet and said driven nenber,” as indicated in
claim4 on appeal, and in simlar |anguage in claim7 on
appeal. To address this difference, the exam ner has taken the
position that it woul d have been obvious to one of ordinary
skill in the art at the tinme the invention was nade to nake

t he permanent nagnet slider (6) of Kagiyana "a separate nenber
fromthe magnet, since it has been held that constructing an
integral structure into various elenents involves only routine
skill in the art" (final rejection, page 4). To account for
the plural sliders set forth in claim7 on appeal, the

exam ner urges that it would have been obvious to one of
ordinary skill in the art at the time the invention was nade
to have plural sliders in the clutch nechani smof Kagiyang,
"since it has been held that nere duplication of essentia

wor ki ng parts of a device involves only routine skill in the

art" (final rejection, page 4).

In contrast with the exam ner's position, we find nothing
i n the Kagi yama patent which provides any teaching, suggestion
or incentive which would have notivated one of ordinary skil

in the art to make the particul ar selective nodifications in
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t he

centrifugal clutch therein as proposed by the exam ner. The
nmere

fact that one of ordinary skill in the art, once infornmed of
the desirability of making a magneti c decoupling neans of the
type defined in appellants' clains on appeal, could achieve
this result through the application of routine skill in the
art, provides no evidence that such a nodification would have
been obvious to those of ordinary skill in the art at the tine
of appellants' invention, absent reliance upon appellants' own
di scl osure. Moreover, as appellants have pointed out on page
11 of their brief, the exam ner's proposed nodification of the
clutch in Kagi yana woul d appear to be contrary to the express
teachi ngs of that patent regarding the desired sinplicity of
construction, reduced nunmbers of parts, and inexpensive

manuf acturi ng di scussed therein (see Col. 1, lines 21-25 of

Kagi yana) .

From our perspective, only hindsight based on appellants’
own teachi ngs woul d have provi ded any reason for one of

ordinary skill in the art to consider a nodification in the
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centrifugal clutch of Kagiyama of the nature urged by the
exam ner in the rejection before us on appeal so as to arrive
at the clutch assenbly defined in appellants' independent

clainms 4 and 7. This

bei ng the case, we wll not sustain the examner's rejection
of clainms 4 and 7 under 35 U . S.C. 8 103 based on the teachings

of Kagi yama.

The examner's reliance on and citation of Nerwin V.

Erlichman, 168 USPQ 177, 179 (Bd.Pat.Int. 1969), which according

to

the examner held that "constructing a fornerly integra
structure in various elenments involves only routine skill in the
art," appears to us to be msplaced. W find no such "hol ding"

in Nerwin v. Erlichman. The only statenent in that case which we

think may be referred to by the examner is one which indicates

t hat
"[t]he nmere fact that a given structure is integral does not
preclude its consisting of various elenents.”
This statenment, in our view, IS a construction of the term
"integral,” and does not appear to stand for the proposition the
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exam ner now ur ges.

In light of the foregoing, we nust agree with appellants

position that the exam ner has failed to nake out a prima facie

case of obviousness under 35 U S.C. 8§ 103. A rejection based on
8103 nust rest on a factual basis, wth the facts being
interpreted wthout hindsight reconstruction of the invention
fromthe prior art. In making this evaluation, the exam ner has

the initial duty

of supplying the factual basis for the rejection he advances.
The examner nmay not, because he (or she) doubts that the
invention 1is patentable, resort to speculation, unfounded
assunptions or hindsight reconstruction to supply deficiencies
in the factual

basis. See In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178

(CCPA 1967). Since in this case there is an inadequate factual
basis to support the examner's rejection of appellants' clains
4 and 7 under 35 U S.C. § 103, we are conpelled to reverse that

rejection.
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REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge

MURRI EL E. CRAWORD
Adm ni strative Patent Judge
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Jacox, Meckstroth & Jenkins
2310 Far Hills Building
Dayt on, OH 45419- 1575
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